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CORRECTION OF PATENTS 1449.02 



See MPEP § 2012 for additional discussion as to 
fraud, inequitable conduct or violation of duty of dis- 
closure in a reissue application. 

1449 Protest Filed in Reissue 

Where Patent Is in Interference 

If a protest (see MPEP Chapter 1900) is filed in a 
reissue application related to a patent involved in a 
pending interference proceeding, the reissue applica- 
tion should be referred to the Office of Patent Legal 
Administration (OPLA) before considering the protest 
and acting on the reissue application. 

The OPLA will check to see that: 

(A) all parties to the interference are aware of the 
filing of the reissue; and 

(B) the Office does not allow claims in the reissue 
which are unpatentable over the pending interference 
count(s), or found unpatentable in the interference 
proceeding. 

1449.01 Concurrent Office Proceedings 

37 CFR 1 .565(d) provides that if "a reissue applica- 
tion and an ex parte reexamination proceeding on 
which an order pursuant to 37 CFR 1.525 has been 
mailed are pending concurrendy on a patent, a deci- 
sion will normally be made to merge the two proceed- 
ings or to suspend one of the two proceedings." A 
similar policy is in effect for inter partes reexamina- 
tion proceedings pending concurrently on a patent 
with a reissue application. If an examiner becomes 
aware that a reissue application and a reexamination 
proceeding are both pending for the same patent, he or 
she should inform the Technology Center (TC) Spe- 
cial Program Examiner (SPRE) immediately. 

Where a reissue application and a reexamination 
proceeding are pending concurrently on a patent, and 
an order granting reexamination has been issued for 
the reexamination proceeding, the files for the reissue 
application and the reexamination will be forwarded 
to the Office of Patent Legal Administration (OPLA) 
for a decision whether to merge the reissue and the 
reexamination, or stay one of the two. See In re Onda, 
229 USPQ 235 (Comm'r Pat. 1985). See also MPEP 
§ 2285. 

If the original patent is involved in an interference, 
the examiner must consult the administrative patent 



judge in charge of the interference before taking any 
action on the reissue application. It is particularly 
important that the reissue application not be granted 
without the administrative patent judge's approval. 
See MPEP § 2360. 

fT449 jjT Interference inj teissue) 

In appropriate circumstances, a reissue application 
may be placed into interference with a patent or pend- 
ing application. A patentee may provoke an interfer- 
ence with a patent or pending application by filing a 
reissue application, if the reissue application includes 
an appropriate reissue error as required by 35 U.S.C. 
251. Reissue error must be based upon applicant 
error; a reissue cannot be based solely on the error of 
the Office for failing to declare an interference or to 
suggest copying claims for the purpose of establishing 
an interference. See In re Keil, 808 F.2d 830, 
1 USPQ2d 1427 (Fed. Cir. 1987); In re Dien, 680 F.2d 
151, 214 USPQ 10 (CCPA 1982); In re Bostwick, 102 
F.2d 886, 888, 41 USPQ 279, 281 (CCPA 1939); and 
In re Guastavino, 83 F.2d 913, 916, 29 USPQ 532, 
535 (CCPA 1936). See also Slip Track Systems, Inc. v. 
Metal Lite, Inc., 159 F.3d 1337, 48 USPQ2d 1055 
(Fed. Cir. 1998) (Two patents issued claiming the 
same patentable subject matter, and the patentee with 
the earlier filing date requested reexamination of the 
patent with the later filing date (Slip Track's patent). 
A stay of litigation in a priority of invention suit under 
35 U.S.C. 291, pending the outcome of the reexami- 
nation, was reversed. The suit under 35 U.S.C. 291 
was the only option available to Slip Track to deter- 
mine priority of invention. Slip Track could not file a 
reissue application solely to provoke an interference 
proceeding before the Office because it did not assert 
that there was any error as requiredby35U.S.C. 251 
in the patent. ).jA reissue application can be employed^ 
^t^rovoke~^ihteHSei^Tf5ie^reissue application: 

^rA)^ds^:opiedhclamis which are not present ^n 
the original patent;/" 

? (B) amends claims - to corresponcfto^ios^orSie 
patent or application with which an interference is 
\sought^o r } 

(C) contains at least one error (not directed to 
provoking an interference) appropriate for the reissue. 



1400-49 



August 2001 



•1450 MANUAL OF PATENT EXAMINING PROCEDURE 



in the first two situations, the reissue oath/declaray 1450 Restriction and Election of Species 



(tion must assert that appIic^L^eTi^~iir~f^liirg~to^ 
( include claims of the proper scope to provoke an / 
interference in the original patent application. Note s 
$Sat!n7n re Metz, 1998 U.S. App. LEXIS 23733 (Fed 
Qrrjj^8)(unpub^ 



2 a patentee to file a reissue application to copy claims 
Cfrom a patent in order to provoke an interference ^with 
r^that patent. Furthermore, the subject matter of^he/ 1 
J^opied or amended claims_in-the~reissue„application 
jnusTbe supported by tfie^disclosure of Se^nginal 
patent under 35 U.S.C. 112, first paragraph. See In rer 
iMolws, 368 F.2d 258, 261, 151 USPQ 570f 
J?72 (CCPA 1966) and In re Spencer, 273 F.2d 181> 
M24 USPQ 175 ( CCPA ] 959)/_/ 

A reissue applicant cannot present added or 
amended claims to provoke an interference, if the 
claims were deliberately omitted from the patent. If 
there is evidence that the claims were not inadvert- 
ently omitted from the original patent, e.g., the subject 
matter was described in the original patent as being 
undesirable, the reissue application may lack proper 
basis for the reissue. See In re Bostwick, 102 F.2d at 
889, 41 USPQ at 282 (CCPA 1939)(reissue lacked a 
proper basis because the original patent pointed out 
the disadvantages of the embodiment that provided 
support for the copied claims). 

The issue date of the patent, or the publication date 
of the application publication (whichever is applicable 
under 35 U.S.C. 135(b)), with which an interference 
is sought must be less than 1 year prior to the presen- 
tation of the copied or amended claims in the reissue 
application. See 35 U.S.C. 135(b) and MPEP § 715.05 
and § 2307. If the reissue application includes broad- 
ened claims, the reissue application must be filed 
within two years from the issue date of the original 
patent. See 35 U.S.C. 251 and MPEP § 1412.03. 



REISSUE APPLICATION FILED 
PATENT IS IN INTERFERENCE 



WHILE 



If a reissue application is filed while the original 
patent is in an interference proceeding, the reissue 
applicant is required to notify the Board of Patent 
Appeals and Interferences of the filing of the reissue 
application within 10 days from the filing date. See 37 
CFR 1.660(b) and MPEP § 2360. 



37 CFR LI 76. Examination of reissue. 

(a) A reissue application will be examined in the same man- 
ner as a non-reissue, non-provisional application, and will be sub- 
ject to all the requirements of the rules related to non-reissue 
applications. Applications for reissue will be acted on by the 
examiner in advance of other applications. 

(b) Restriction between subject matter of the original patent 
claims and previously unclaimed subject matter may be required 
(restriction involving only subject matter of the original patent 
claims will not be required). If restriction is required, the subject 
matter of the original patent claims will be held to be construc- 
tively elected unless a disclaimer of all the patent claims is filed in 
the reissue application, which disclaimer cannot be withdrawn by 
applicant. 

37 CFR 1.176(b) permits the examiner to require 
restriction in a reissue application between claims 
newly added in a reissue application and the original 
patent claims, where the added claims are directed to 
an invention which is separate and distinct from the 
invention(s) defined by the original patent claims. The 
criteria for making a restriction requirement in a reis- 
sue application between the newly added claims and 
the original claims are the same as that applied in a 
non-reissue application. See MPEP §§ 806 through 
806.05(i). The authority to make a "restriction" 
requirement under 37 CFR 1.176(b) extends to and 
includes the authority to make an election of species. 

Where a restriction requirement is made by the 
examiner, the original patent claims will be held to be 
constructively elected (except for the limited situation 
where a disclaimer is filed as discussed in the next 
paragraph). Thus, the examiner will issue an Office 
action (1) providing notification of the restriction 
requirement, (2) holding the added claims to be con- 
structively non-elected and withdrawn from consider- 
ation, and (3) treating the original patent claims on the 
merits. 

If a disclaimer of all the original patent claims is 
filed in the reissue application containing newly 
added claims that are separate and distinct from the 
original patent claims, only the newly added claims 
will be present for examination. In this situation, the 
examiner's Office action will treat the newly added 
claims in the reissue application on the merits. The 
disclaimer of all the original patent claims must be 
filed in the reissue application prior to the issuance of 
the examiner's Office action containing the restriction 
requirement, in order for the newly added claims to be 
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